
ball striking wall, said hosel having an axis, said exten- 
sion of the ball striking wall and said extension of the 
perimeter wall not being greater than 0,625 inches from the 
hosel axis in a direction perpendicular to the hosel axis . 



REMARKS 

Under this Amendment, the Patent Owner has amended 
Claims 19 to 26 to at least reduce the Examiner's argument 
of recapture, and since remaining Claims 27 and 28 have been 
allowed, reconsideration of this application is respectfully 
requested. 

Claims 19 to 28 have been rejected as being based 
on a defective Oath under 35 USC 251 because it does not 
comply with 37 CFR 1.175(b)(1), and the Examiner requires a 
Supplemental Oath before the reissue application "can be 
allowed". This requirement will be complied with at such 
time as this application is in condition for allowance. 

The Examiner also calls the Patent Owner's atten- 
tion to MPEP Section 1451 relating to "CONTINUATION REISSUE 
APPLICATION", which requires the continuing data entries to 
be made in both the instant continuation and the parent ap- 
plication. The Patent Owner has made such an amendment to 
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the present application, but has not in the parent applica- 
tion, U.S. Serial No. 08/880,748, which has matured into 
U.S. Patent No. Re 36,950 on November 7, 2000. 

However, MPEP 1451 states that when the parent 
reissue application issues prior to the conclusion of the 
examination in the continuation, that a Certificate of Cor- 
rection should be filed "at the time of allowance of the 
continuation application". Therefore, it is requested that 
this requirement be deferred until this application is in 
condition for allowance. 

Patent Owner's counsel would like to express his 
appreciation to Examiner Passaniti for the allowability of 
Claims 27 and 28 over the prior art of record. However, 
Claim 28 does not contain the limitation "substantially 
uniform face thickness" so that Patent Owner's counsel 
requests clarification as to whether this is an oversight 
with respect to the recapture issue. 

The Examiner has requested clarification with 
respect to new Claim 23 being "an exact duplicate of Claim 
12 of the original patent". While this statement is cor- 
rect. Claim 12 in parent application Serial No. 08/880,748, 
which matured into U.S. Patent No. Re 36,950, amended Claim 
12 by changing 1.4 inches to 1.625 inches, and changing 
0.625 inches to 0.562 inches. Thus, Claim 23 in this ap- 
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plication differs from Claim 12 as reissued in its recita- 



tion of 1.4 inches, 0.625 inches, and the phrase "being sub- 
stantially planar and relatively thin", an amendment 
presented for the first time in this Amendment. 

For the above reasons, it is respectfully 
requested that the Examiner withdraw his conclusion that 
there is some duplication between Claim 23 and Claim 12, at 
least as reissued. 

Claims 19-22 and 24-26 have been rejected under 35 

USC 251 as being an improper recapture of claimed subject 

matter deliberately canceled in the application for the 

patent upon which the present reissue is based, citing Ball 

Corp. v. United States, 221 USPQ 289, 295 (Fed.Cir . 1 984) , with 

the statement : 

"Applicant's attention is also drawn to the 
decisions In re Clement, 131 F.3d 1464, 45 
USPQ2d 1 161 (Fed.Cir. 1997) , as well as Hester 
Industries, Inc. v. Stein, Inc., before the 
United States Court of Appeals for the 
Federal Circuit, decided May 07, 1998. In 
this case, and as to claims 19-22 and 24-26, 
these claims raise the question of recapture 
of claimed subject matter, since these claims 
are broader in scope than claims amended to 
secure an allowance in the application for 
the patent upon which the present reissue is 
based. While the claims present some narrow- 
ing limitations, it has been determined that 
the narrowing limitations do not have a 
material aspect to them. 

Claims 19-22 and 24-26 are fashioned similar 
to claim 15 of the original patent (U.S. 
patent No. 5,301,941) to which this reissue 
pertains. Claims 19-22, 25 and 26, however, 
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lack the recitation of "1.4 inches" in 
describing the face height, said limitation 
being included within patented claim 1 5 to 
distinguish over the art of record during the 
prosecution history of the application of the 
patent. Claim 24 lacks the recitation of 
'substantially uniform thickness' in describ- 
ing the body wall, said limitation being in- 
cluded within patented claim 1 5 to distin- 
guish over the art or record during the 
prosecution history of the application of the 
patent . " 

Firstly, this rejection is largely moot because in 
the above Amendment all of Claims 19 to 26 contain either 
the 1.4 inch face height or the 1.625 inch face height mini- 
mums. 

With respect to the Examiner's statement regarding 
Claim 24 that it does not contain the recitation of 
"substantially uniform thickness", this argument is also 
believed mooted by the amendment in all of the Claims. That 
is, all of the Claims have been amended herein by reciting 
instead of "substantially uniform thickness", that the face 
wall be "substantially planar and relatively thin". This 
new language can possibly be argued to be broader in some 
respects and narrower in other respects than the term 
"substantially uniform thickness". In any event, it more 
appropriately defines the distinction between the face wall 
in the present application and the non-planar very thick 
face wall prior art cited against Claims 12 and 15 in the 
original patent application . 
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The Examiner cites the cases of Hester Industries 
Inc. v. Stein Inc., (CAFC 1998), 46 USPQ2d 1641; In re Cle- 
ment, (CAFC 1997) , 45 DSPQ2d 1161; Mentor Corp. v. Coloplast 
Inc., (CAFC 1993), 27 USPQ2d 1521; and Bali Corporation v. 
United States, (CAFC 1984), 221 USPQ 289. 

In the prosecution of application Serial No. 
882,561, that matured into the patent sought to be 
reissued, U.S. Patent No. 5,301,941, original Claim 20 was 
amended on July 30, 1993, as follows: 

20. (Amended) A high impact golf clubhead, 
comprising: a metallic body having a sub- 
stantially flat ball striking wall on one 
side thereof angularly related to a vertical 
plane to provide clubhead loft, said ball 
striking wall having a plurality of generally 
parallel grooves therein and a face height of 
at least 1.40 inches, said body wall having a 
substantially uniform thickness, said body 
wall having a [head] heel portion and toe 
portion, said body having an integral hosel 
for receiving one end of a club shaft, means 
for perimeter weighting the body including an 
integral metallic perimeter wall surrounding 
at least a major portion of the body wall and 
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extending rearwardly therefrom forming a 
cavity in the rear of the clubhead with a 
bottom defined by the back of the ball strik- 
ing wall, and means for increasing the 
perimeter weighting of the clubhead and in- 
creasing the radius of gyration of the 
clubhead including an extension of the heel 
portion of the body wall a substantial dis- 
tance on the side of the hosel opposite the 
wall toe portion and perpendicular to the 
target line defining an extended heel portion 
and an extension of the perimeter wall around 
the perimeter of the extended heel portion of 
the ball striking wall , said hosel having an 
axis, said extension of the body wall and 
said extension of the perimeter wall not 
being greater than ,625 inches from the hosel 
axis in a direction perpendicular to the 
hosel axis- 

The appropriate analysis in all of the recapture 
cases is to compare the reissue claim with the corresponding 
original application claim prior to the amendment. 
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The reason for this is that an original applica- 
tion claim, prior to the amendment, is the subject matter 
that has been surrendered under recapture law. 

Claim 20, prior to the July 30, 1993 amendment, 
reads as follows: 

20. A high impact golf clubhead, comprising: 
a metallic body having a substantially flat 
ball striking wall on one side thereof an- 
gularly related to a vertical plane to 
provide clubhead loft, said body wall having 
a head portion and toe portion, said body 
having an integral hosel for receiving one 
end of a club shaft, means for perimeter 
weighting the body including an integral 
metallic perimeter wall surrounding at least 
a major portion of the body wall and extend- 
ing rearwardly therefrom forming a cavity in 
the rear of the clubhead with a bottom 
defined by the back of the ball striking 
wall, and means for increasing the perimeter 
weighting of the clubhead and increasing the 
radius of gyration of the clubhead including 
an extension of the heel portion of the body 
wall a substantial distance on the side of 
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the hosel opposite the wall toe portion and 
perpendicular to the target line defining an 
extended heel portion and an extension of the 
perimeter wall around the perimeter of the 
extended heel portion of the ball striking 
wall. 

Claim 21 , in the reissue continuation application, 
Serial No. 880,748, reads as follows: 

21 . A high impact golf clubhead, comprising: 
a metallic body having a substantially flat 
ball striking wall on one side thereof an- 
gularly related to a vertical plane to 
provide clubhead loft, said ball striking 
wall having a plurality of generally parallel 
grooves therein and a face height, said ball 
striking wall having a substantially uniform 
thickness . said ball striking wall having a 
heel portion and a toe portion, said body 
having an integral hosel for receiving one 
end of a club shaft, means for perimeter 
weighting the body including an integral 
metallic perimeter wall surrounding at least 
a major portion of the ball striking wall and 
extending rearwardly therefrom forming a 
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cavity in the rear of the clubhead with a 
bottom defined by the back of the ball strik- 
ing wall, and means for increasing the 
perimeter weighting of the clubhead including 
an extension of the heel portion of the balls 
striking wall a substantial distance on the 
side of the hosel opposite the wall toe por- 
tion and perpendicular to the target line 
defining an extended heel portion and an ex- 
tension of the perimeter wall around the 
perimeter of the extended heel portion of the 
ball striking wall, said hosel having an 
axis, said extension of the ball striking 
wall and said extension of the perimeter wall 
not being greater than 0,562 inches from the 
hosel axis in a direction perpendicular to 
the hosel axis. 

The underlined portions of this Claim 21 are not 
contained in an original Claim 20, and the non-underlined 
portions are absolutely identical to the wording of un- 
amended Claim 20. 
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Thus, since Reissue Claim 21 is more specific in 



every respect than unamended (original) Claim 20, and not 
broader in any respect than unamended Claim 20, the recap- 
ture rule does not apply at all. 

As stated by the CAFC in the In re Clement case, 

at 1165: 

"In both Mentor and Ball, the relevance of 
the prior art rejection to the aspects nar- 
rowed in the reissue claim was an important 
factor in our analysis. From the results and 
reasoning of those cases, the following prin- 
ciples flow: (1) if the reissue claim is as 
broad as or broader than the canceled or 
amended claim in all aspects, the recapture 
rule bars the claim; (2) if it is narrower in 
all aspects, the recapture rule does not 
apply, but other rejections are possible; (3) 
if the reissue claim is broader in some 
aspects, but narrower in others, then: (a) if 
the reissue claim is as broad as or broader 
in ah aspect germane to a prior art rejec- 
tion, but narrower in another aspect com- 
pletely unrelated to the rejection, the 
recapture rule bars the claim; (b) if the 
reissue claim is narrower in an aspect ger- 
mane to prior art rejection, and broader in 
an aspect unrelated to the rejection, the 
recapture rule does not bar the claim, but 
other rejections are possible. Mentor is an 
example of (3) (a) ; Ball is an example of 
(3) (b). 

In our case, reissue claim 49 is both broader 
and narrower in areas relevant to the prior 
art rejections." (emphasis added) 

The present case falls in situation 2: "If it is 
narrower in all aspects, (from the cancelled Claim, Claim 
20, prior to amendment being equivalent to the cancelled 
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subject matter) , the recapture rule does not apply ." For 
this reason alone, the surrender-recapture rule does not 
apply, and Claim 21, as well as Claims 25, 26, and 29, are 
not subject to the recapture doctrine. 

However, in an abundance of conservativeness, 
these recapture cases can be distinguished on other grounds 
because they present different factual situations, and when 
the doctrine is applied, they are cases where the reissuing 
party is attempting to completely redefine the invention. 

In the present situation, original Claim 20 was 

amended to include six limitations "not found in the Reuter 

putter". These six limitations were described as follows in 

the July 30, 1993, Amendment: 

"1. A 'high impact' golf club head and face 
wall; 

2. 'a perimeter wall defining a hollow area 
generally centrally behind the forward wall'; 

3. 'said forward wall having — a plurality 
of generally parallel grooves therein'; 

4. 'said extension of the forward wall and 
the perimeter wall not being greater than 
.625 inches from the axis of the hosel in a 
direction perpendicular to the hosel axis'; 

5. 'said forward wall having a substantially 
uniform thickness to reduce clubhead weight'; 

6. 'said ball impacting face wall having a 
vertical height of at least 1.4 inches'." 
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And the following discussion followed: 

"All six of these limitations are completely 
missing from the Reuter putter and are not 
believed obvious in view of Reuter. It must 
be remembered that putter design and golf 
club head design have traveled down two com- 
pletely diverse tracks over the last 24 
years. The long heel portion 13 in the 
Reuter putter renders his clubhead illegal 
under the USGA Rules for metal woods and 
irons. This is another reason why Reuter' s 
putter is non-analogous prior art." 

The Examiner, in the present case, knows fully 
well that face heights at 1.4 inches are common in woods and 
irons, and this limitation was not placed in the Claim to 
define over woods and irons, but really to distinguish the 
invention from putters. The invention defined in Claim 20, 
as well as most of the other Claims involved in this 
reissue, relate to the inset hosel configuration and not the 
height of the face. No other comments other than the brief 
one above with respect to face height were made in the en- 
tire prosecution of the application underlying the patent 
sought to be reissued here. And very importantly, there are 
no comments by the Examiner placing any reliance on the face 
height limitation as defining over prior art. 

In the Hester case, the patentee sought by reissue 
to eliminate two limitations in the original patent; namely, 
"solely with steam" and "two sources of steam". These 
limitations were argued by the patentee to be the primary 
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limitations defining over the prior art, and the patentee 



made these arguments some 27 times, including in two appeal 
briefs before the Board of Patent Appeals. A critical 
aspect of the case is that the Board specifically relied on 
these two limitations in reversing the Examiner and allowing 
the patent claims. 

The reissue claims, therefore, were directed to a 
completely different invention than defined in the original 
patent. It is not at all surprising that the Court of Ap- 
peals for the Federal Circuit ruled the way it did in the 
Hester case. 

The Hester Court found(USPQ2d at 1647): 

"We share the district court's discomfort 
with Williams' attempt to remove, through 
reissue, the 'solely with steam' and 'two 
sources of steam' limitations after having 
relied so heavily on those limitations to ob- 
tain allowance of the original patent claims 
over the prior art. 

As detailed above, Williams repeatedly argued 
that the 'solely with steam' and 'two sources 
of steam' limitations distinguished the 
original claims from the prior art. These 
were Williams' primary bases for distinguish- 
ing the broadest claim, independent claim 1 , 
from the prior art. At no less than 27 places 
in six papers submitted to the Patent Office, 
Williams asserted that the 'solely with 
steam' limitation distinguished the claimed 
invention from the prior art, and Williams 
did the same with respect to the 'two sources 
of steam' limitation at no less than 15 
places in at least five papers. 
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Williams argued that each of these limita- 
tions was 'critical' with regard to paten- 
tability, and Williams further stated that 
the 'solely with steam' limitation was 'very 
material' in this regard. In essence, these 
repeated arguments constitute an admission by 
Williams that these limitations were neces- 
sary to overcome the prior art. Indeed, when 
the Board reversed the Examiner's rejection 
of the original claims, these were the 
primary bases indicated for patentability. 
Williams, through his admission effected by 
way of his repeated prosecution arguments, 
surrendered claim scope that does not in- 
cludes these limitations." (USPQ2d at 1649) 

Thus, Hester can be distinguished because the 
patentee argued 27 times in 6 different papers the two 
limitations were critical to his invention and these limita- 
tions were expressly relied on by the Board in allowing the 
claims. 

In the Clement case, which is even a more out- 
rageous set of facts than the Hester case, the patentee 
sought by reissue to delete some 8 (eight) limitations that 
were added by amendment in the original application all to 
define over prior art. The Clement patent related to a 
method of treating waste paper to remove contaminants, such 
as adhesives, as well as ink particles and included steps 
(A) forming — (B) separating — (C) softening — (C) 
detaching — and (E) removing — . Reissue Claim 49 was more 
specific than the pre-amended patent Claim in that it in- 
cluded "at least 59 ISO in the final pulp", but was broader 
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in 8 respects in that it eliminated the room temperature 
limitation and specific energy limitations in step A; it 
eliminated the temperature, specific energy, and PH values 
in step C; and eliminated the temperature, specific energy 
and PH values in step D. 

All of these limitations were added in the 
original application to overcome prior art. 

It is clear that the Clement Court was influenced 

by the fact that the subject matter eliminated was far more 

material than the subject matter added in Reissue Claim 49. 

Note the following statement by the Court: 

"On balance, reissue claim 49 is broader than 
it is narrower in a manner directly pertinent 
to the subject matter that Clement surren- 
dered throughout the prosecution. Even with 
the additional limitations, claims 50-52 are 
also broader than they are narrower in a man- 
ner directly pertinent to the subject matter 
that Clement surrendered during prosecution." 

On balance, the present Reissue Claim 21 is nar- 
rower in five respects than Claim 20 prior to the July 30, 
1993 amendments in a manner directly pertinent to the sub- 
ject matter of the invention. 

The Ball case, in which the Court of Appeals in 
1984 found that the recapture rule did not apply, related to 
an invention of a dual slot antenna assembly intended for 
use on missiles. During the prosecution of the original ap- 
plication, Claims 7, 8 and 9, which were cancelled subse- 
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quently, did not include the limitation of "a plurality of 
feed lines". The Examiner suggested the allowability of the 
plurality of feed lines if presented in independent form and 
following the second Office Action, Ball added that limita- 
tion to the claims that were eventually matured into patent 
claims . 

Reissue Claim 5 did not include a plurality of 
feed lines, and the Government contended that Ball's 
deliberate cancellation of the single feed line claim was 
not error, and that that act was taken to avoid a prior art 
rejection, and in the Government's view, the recapture rule 
barred Ball from securing similar claims through reissue. 

The Court of Appeals for the Federal Circuit 

stated in discussing the Ball facts: 

"The CCPA has repeatedly held that the 
deliberate cancellation of claims may con- 
stitute error, if it occurs without . deceptive 
intent" citing the Wadlinger, 496 F.2d at 
1206, 181 USPQ at 831 . 

The Court then went on to state: 

"The Ninth Circuit employed a more rigid 
standard in Riley v. Broadway-Hale Stores, 
Inc. stating: 'when the chief element added 
by reissue has been abandoned while seeking 
the original patent, the reissue is void.' 
The trial judge sought to determine whether 
Ball has made a deliberate judgment that 
claims of substantially the same scope as the 
new reissue claims would have been unpatent- 
able. The Government, arguing from Riley, 
submits that the trial judge's approach loses 
sight of the feature given up by a patentee 
in order to secure the original patent. We 
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decline to adopt the rigid standard applied 
in Riley, in favor of the more liberal ap- 
proach taken by the CCPA. Petrow clearly es- 
tablishes the vitality of the standard 
employed by the trial judge under this 
court's precedent." 

It is noteworthy that the Ball Court , as well as 
the Clement Court , compared the reissue claims to the can- 
celled claims, rather than the claims as amended, as 
evidenced by the following statement (noting the above com- 
parison to original Claim 20 without the July 30, 1993 
amendments) : 

"The canceled claims, claims 7 and 8, define 
the invention quite broadly. Canceled claim 
8 requires feed means including at least one 
conductive lead. The reissue claims, in con- 
trast, include limitations not present in the 
canceled claims: the cavity is filled with a 
dielectric material; and an electrical signal 
feed assembly replaces the feed means of the 
canceled claims. The electrical signal feed 
assembly (Fig. 6) is a network of leads with 
a single coaxial feedline to that network. 
The network consists of a plurality of thin 
ribbon-like conductive leads. 

Feed points 53 to the outer conductor are one 
wavelength apart at the anticipated operating 
frequency of the antenna. The leads of this 
network 52, 54, 56, 58, are dimensioned to 
provide continuous impedance matching between 
the cavity and the single coaxial feedline 
70, which feeds into the assembly at the 
aperture 48. The signal feed assembly is 
more limited than the 'at least one' feed 
means limitation of canceled claim 8." 
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Thus, the reissue claims in Ball were, in several 

respects, as in the present case, more specific than the 

cancelled Claims 7 and 8. The Court, however, noted that 

the reissue claims were in fact broader in one respect, with 

respect to the cancelled claims (which is not the case here), 

and made the following statement: 

"The reissue claims are, however, broader in 
one respect. The canceled claims are limited 
to an antenna of cylindrical configuration, 
whereas the reissue claims are not so 
limited. We are aware of the principle that 
a claim that is broader in any respect is 
considered to be broader than the original 
claims even though it may be narrower in 
other respects. That rule will not bar Ball 
from securing the reissue claims here on 
appeal. " 

Thus, in the Ball case, the facts are even weaker 
for no recapture than the present case because in Ball, the 
reissue claims had some five limitations more specific than 
cancelled claims 7 and 8, but one limitation, the cylindri- 
cal antenna configuration, that was broader than the can- 
celled claims. 

In summary, it is apparent that the reissue cases 
finding the recapture rule to apply, involve factual situa- 
tions in which there were many limitations deleted from the 
original claims in the reissue claims combined with a heavy 
reliance by the patentee and the Patent Office in allowing 
the claims over prior art based specifically on these 
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limitations. In contrast, the cases finding the recapture 
rule not to apply involve a single limitation, such as found 
in the present case where there does not appear to be any 
reliance by the Examiner on the critical nature of such 
limitation. 

As Patent Owner has made a good faith effort to 
place this application in condition for allowance, recon- 
sideration and issuance are respectfully requested. 

Respectfully submitted, 
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